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REMAltKS 

Claims 1-28 aie pending in the present Application. Claim 12 has been cancelcO, and 
Claim 1 has been amended, leaving Claims \ A 1 and 13-28 for considenition upon cnlry of Ihc 
present Amendment. No new matter has been introduced by these amendments. 
Rcconsidcnilion and allowance of the elaims are vespecl fully requested in view of ihe above 
amendments and the following remarks. 

Claiin Rejections Under 35 U. S.C. § 102(b> 

Claim .1,5-10, 14^15, 17-lS, 21, 23-26 stand rejected mider 35 U.S.C § 102(bXas 
allegedly anticipated by Vogcs et al (US 4,644,086), Claims 1, 5- 10. 14^1 8, 2 1 , 23-26 stand 
rejected under 35 U.S.C. § 102(b), as allegedly anticipated by HaltisLa ct al (LfS 
4,661, 638)Applicanls respectfully traverse these rcjeclions. 

Vogcs teaches a catalyst composed (a)an iron oxide, (b) molybdenum oxide or tungsten 
oxide and (c) one olher metal oxide, (Abstract) Voges also leaches the optional addition of Iho 
graphite in the catalyst as an inert additive. The Examiner has stated "Hie physical addition of 
the grapliitc additive would cause pores in the catalyst system and llius would tcjider tlic claitnod 
invention anticipated'' (Office Aclion, page 4). 

Commereially available graphiles have an average pore size ranging from about 0.0 
micrometers i.e., 6000 angsliX)m units to about 2.4 micrometers i,c,, 24000 angstrom units as 
con)p;u-ed to the pore size of 100 to 400 angstrom ujiils obtained by employing the i>ore-rorjner in 
the Applicants catalyst. Applicants respectfully request (he Bxamtner note thfU though graphite is 
a porous material it is generally added as filler iu a catalyst system, and unlike the pore-fonning 
materials of the claimed invention graphite does not generate pores in die calnlylic jTiatcrial itself. 
Further in the claimed invention the walls of the pores are catalyst malcrial where the alkyblion 
reaction can lake place, while the walls of the graphite pores arc inert and hence do not paitieipalc 
in catalyzing the alkylation reaction. 

. To anticipate a claim, a reference must disclose each and evciy element of the claim . 
Lewwar Marine v. Barient Inc., 3 U,S.P-Q.2d 1766 (Fed. Cir. 19S7). Applicants respectfully 
request withdrawal of the rejection because Vogcs docs not teach each and eveiy clement of 
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Ihc pending claims. 

Ballista teaches a calalyst product derived by bcalius catalyst precursor comprising a 
solid mixture of a magncsiinn-containing lualerial .md tiiangancsc hydmxido, in wliicli llio 
magncsiujii containing material is selected fonu un<Bncsii,ni carbonate, basic m.yncsiu.u 
carbonate and magnesium hydroxide. Ihe reference docs not teach the use of a ti-..).si(io.i mclal 
clement or a pore former in tlic calalyst precursor system as requiix^d m claim I oflhe ponding 
application. Again the Applicants respectfully ro<iiiesl vviUulrawal of the rejection because • 
Batasta docs not teach each and every clement oflhe pending claims. 

Claim Kojeriinns Und er 35 IJ.S,C. 1 03(a) 

"ciaims2,3,4aitd 11 stand rcjcctetl under 35 U.S. C § 103(a), as allegedly unpatentable 
over Vogcs et al (US 4,644.086). Claims 12 and 1 3 arc rejected under 35 U.S.C. 103 (a) as bcinfi 
unpatentable over Ingelbrocht et al (US 20050004407) and Srinivas ct al (US 20030194366). 
Applicants rcspcctfully Ltavcrso these r<gcclions. 

l-'or an obviousness rejection to be proper, the iixamincr must meet thcbunlcn of 
establishing a prima facie case of obviousness. In re Fine, 5 U.S.P.Q.2d 1596, ISyS (Fed. Cir. 
1 988). Bslablishing a prima facte case of obviousness requires that jiUelcmcnls of the 
mvcntion be disclosed in the prior art. In Re mhon, 165 U.S.P.Q. 494, 496 (C.C.P. A. 1970). 

Applicants respectfully assert diat, based on the aigutncnts provided above, claims 2,3,4 
and 1 1 arc not rendered obvious by Vogcs because Voges does not teach or suggest use of a pore 

fonncr as is instantly claimed. 

In Ingelbrccht ct al, a commonly owned patent api>licalion, the invention i-clatcs to a 
method of making a catalyst comprising mixing a metal oxide precursor and a pore-fomicr. 
Tngclbrechtdoesnotteachtheuseofalraiisitionnictal element asrcquircdbyClaiml. Againthc 
AppUcants respectfully request withdrawal of the rejection because hngclbrecbl docs not teach 
each and every clement oflhe pending claims. 

Sriiiivas et al relates to catalysts and catalytic mcUiods for selective oxidation of liydu>ycn 
suindc in a gas stream containing one or more oxidizable componails other th.n 1 12S to ecncvaic 
sulfurdioxidc. elemental sulfur or both without substantial oxidation of one or more oxidi/.able 
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components odnei' than II2S, Srini vas ct al does not teach or sagjjest the claiincj incthocl, notably 
a method for fomiing amono alkylated dihytlroxy aromatic compound. Accordingly, Applicants 
request withdrawal ofthe rejection. 

Claim Ob j ections 

Claims 19, 20 and 22 have been objected to as being dependent upon a rejected base 
claim. Applicant thanks the Examiner for the indication of allowability, AppHcanls believe tluil 
in light of the above remarks the base claims arc allowable and hence have not rcwrillcn Claims 
19, 20 and 22 as independent claims. 

Tt is believed that the foregoing amendments and remarks fully comply with the Office 
Action and that the claims herein should now be allowable to Applicants. Accordingly, 
reconsideration and allowance arc requested. 

If thcie are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No 06-1 130 



Date: August 18, 2005 
CANTOR COLBURN LLP 
55 Griffm Road South 
nioonificld, CT 06002 
Telephone (860) 286-2929 
Facsinn'le (860) 286-0115 
Customer No»: 23413 



Respectfully submitted. 



CAlSJTORCOLliURN LLP 




Patricia S. DcSimoJic 
Registration No- 48,137 
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